
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/072,421 


02/05/2002 


Mei Chuah 


426882005100 


2981 



28164 7590 05/31/2005 

ACCENTURE CHICAGO 28164 
BRINKS HOFER GILSON & LIONE 
POBOX 10395 
CHICAGO, IL 60610 



EXAMINER 



FELTEN, DANIEL S 



ART UNIT 



PAPER NUMBER 



3624 

DATE MAILED: 05/31/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



m ^ 





Application No. 


Applicant(s) 




10/072,421 


CHUAH, MEI 


/nul/U/i Ouf/f/f/d/ y 






Examiner 


Art Unit 






Daniel S Felten 


3624 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timefy filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 23 February 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-55 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-55 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 

1 . Receipt of the amendment filed February 23, 2005 is acknowledged. Claims 1-4, 9, 1 1- 
14, 19-20, 22, 25, 28, 30, 32-33, 35 and 41 have been amended and claims 47-55 have been 
added from the September 03, 2004 amendment. Claims 1-55 remain pending in the application 
and are presented to be examined based upon their merits. 



2. Receipt of the Request for Continued Examination ("RCE") filed September 03, 2004 is 
also acknowledged. After the consideration of applicant's comments regarding the 
Election/Restriction is withdrawn. 

Response to Arguments 



3. Applicant's arguments filed September 03, 2004 regarding claims 1-46 have been fully 
considered but they are not persuasive. The applicant has provided an amendment for cllaims 
1-4, 9, 1 1-14, 19-20, 22, 25, 28, 30, 32-33, 35 and 41 which entail the size of each sub-portion 
being determined by the number of VC portfolio companies in corresponding sub-industry, etc., 
This amendment does not read over the previous Office Action(s) rejections using Marshall and 
Hatori because mere changes of size, degree, shape proportion, etc., are considered unpatentable 
f see In re Rose , 105 USPQ 237; In re Aller et al ., 105 USPQ 233; In re Dailev et aL 149 45 
USPQ 230]. As to previous assertions that applicant has made regarding the motivation that the 
examiner has chosen to use to combine Marshall and Hatori as based merely upon design 
choice, the examiner has stated that there may be alternatives relying upon as a functional art 
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equivalent for the basis of rejection and not an obvious matter of design choice. The applicant 
should respectfully consider, however, that a change in the aesthetic (ornamental) design is not 
patentable [ In re Seid , 73 USPQ 431]. Thus the rejections from previous Office Actions using 
Marshal and Hatori are maintained for claims 1-46. Claims 47-55 are addressed below. 



Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 47-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over Marshall 
(US 

Marshall discloses, as in claims 47-55, a method of tracking investment money via a virtual 
reality world to generate icons (metaphors) that represent various companies (i.e., industry 
"groups' and sub-groups; see Marshall, fig. 2, col. 12, 11. 36+), in various shapes, colors, 
positions, animations and textures (see Marshall, col. 6, 11. 10, to col. 7, 11. 30). Marshal fails to 
call these industry sub-groups "start-ups" per se. However, it would have been obvious for an 
artisan of ordinary skill in the art at the time of the invention to recognize that within a sub-group 
(or sub-groups) in any growing industry (or industry sector) there will be portions that represent 
small start-up companies which provide investors with investment opportunities to get in on the 
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"ground floor" of a new company before it becomes a large, well sought after company. Thus it 
would have been considered an art recognized equivalent to the other industrial and financial 
instruments Marshal discloses, and thus an obvious expedient well within the ordinary skill in 
the art. 

Regarding changes in size, color or shape of icons (see arguments provided in the 
response for arguments) 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S Felten whose telephone number is (703) 305-0724. The 
examiner can normally be reached on Flex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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